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Reply to the Examiner's Answer 
The Appellant's prior counsel filed an Appeal Brief on October 28, 2008 and Response 
to a Notification of Non-Compliant Appeal Brief on December 2, 2008. The Examiner filed a 

responsive Answer on March 17, 2009. The Appellant's current counsel would like the Board to 
consider a few additional arguments beyond those presented in the Appeal Brief. It is believe that 
this Reply Brief fully complies with 37 CFR 41.41 as the arguments presented are supported by the 
record and do not require the Board to consider any new or non-admitted evidence. 

The Obviousness Rejections of Claims 1-5 and 7-23 

U.S. Patent No. 6,630,416 to Lam (hereafter '416), which at least partially forms the 
basis of the two obviousness rejections of claims 1-5 and 7-23, should be disqualified as prior art 
pursuant to 35 USC 103(c). 

Claims 1-5 and 7-23 are rejected twice on obviousness grounds based at least partially 
on the '416 patent to Lam. The first obviousness ground, identified in the Examiner's Answer as 
Ground of Rejection 9(a), is based on the combination of USPN 5,858,883 or USPN 5,856,244 
(both to Lam) in view of the '416 patent. Examiner's Answer, page 3. The second obviousness 
ground, identified in the Examiner's Answer as Ground of Rejection 9(c), is based on the '416 
alone. Id. at page 10. 

In both of these grounds of rejection, however, the Examiner applied the '416 patent as 
prior art under 35 USC 102(e). And under 35 USC 103(c)(1), subject matter which qualifies as 
prior art only under 102(e) shall not preclude patentability under 103(a) where the subject matter 
and the claimed invention were, at the time the invention was made, owned by the same person or 
subject to an obligation of assigimient to the same person. 35 USC 103(c). 
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The MPEP states that a statement made by an Applicant or an attorney of record that 
the reference and application were, at the time the invention was made, owned by or subject to an 
obligation of assigrraient to the same person is sufficient to establish common ownership or an 
obligation of assignment for purposes of 35 USC 103(c). MPEP 706.02(L)(2)(II), page 700-59 
(quoting 1241 O.G. 96 (December 26, 2000)). The Applicant may, but is not required to, submit 
further evidence such as assignment records, affidavits or declarations by the common owner, or 
court decisions, in addition to a statement concerning common ownership. Id. at page 700-60. 
The issue of whether common ownership exists at the time the claimed invention was made is to 
be determined on the facts of the particular case in question. MPEP 706.02(L)(2)(I), page 700-57. 

The '416 patent to Lam should be disqualified as prior art under 35 USC 103(c) since 
the prosecution history contains sufficient evidence to show that the '416 patent and the 
Application where either owned by or subject to an obligation of assignment to BorgWamer at the 
time the invention described in the Application was made. The previous attorney of record, on 
numerous occasions, clearly and conspicuously commented on BorgWamer' s common and entire 
interest in the '416 patent and the Application now on Appeal. He stated in a Response filed 
February 1, 2007 that "the present application and the Lam et al. '416 patent are owned by a 
common assignee" and "[t]he Terminal Disclaimer filed in response to the double patenting 
rejection also establishes the common ownership of the present application and the Lam et al. '416 
patent." Response submitted 02/01/07, page 9. He made the same or similar comments in a 
Response filed October 30, 2007 and the Appeal Brief filed October 28, 2008. Response submitted 
10/30/07, page 9-10; Appeal Brief, page 10. These statements alone satisfy the evidentiary burden 
outlined in 706.02(L)(2) of the MPEP and are thus sufficient to disqualify the '416 patent as prior 
art under 35 USC 103(c). 
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The prosecution history contains further evidence of BorgWamer's common interest in 
the '416 patent and the Application in the event the Board is interested in additional facts. As 
alluded to before, the previous attorney of record submitted a Terminal Disclaimer on February 1, 
2007 to obviate a double patenting rejection of claims 1-5 and 7-23 over the '416 patent. The 
Terminal Disclaimer, which the USPTO later approved, identified BorgWamer as the owner of 
100% mterest of the '416 patent. Regarding the Application, the Transmittal Sheet submitted with 
the originally filed Application on October 03, 2003 listed BorgWamer as the correspondence 
address. The Declaration and Power of Attorney executed by the inventor of the Application did 
the same. The Application even published as US 2005/007 54 13 on April 7, 2005 with 
BorgWamer's Patent Department listed as the correspondence address. Moreover, the Power of 
Attorney appointed four registered practitioners employed by BorgWamer, at that time, to 
prosecute the Application and to transact all related business in the USPTO. Declaration and 
Power of Attorney filed January 7, 2004. Finally, and to the extent the Board may consider such 
evidence, the inventor assigned his interest in the Application to BorgWamer on January 15, 2004. 
This assignment is recorded in reel 014288 and frame 0982 at the USPTO. 

Also, the Appellant's current counsel hereby declares that the Application and the '416 
patent were, at the time the mvention of the Application was made, owned or subject to an 
obligation of assignment to BorgWamer and hereby disqualifies Lam, US Pat. No. 6,630,416, as 
prior art. It is respectfully requested that the Board consider this statement by the Appellant's 
current counsel in addition to the other evidence found in the prosecution history when deciding 
whether or not the '416 patent can be disqualified as prior art. 

The record supports a finding that the '416 patent to Lam should be disqualified as 
prior art under 35 USC 103(c) and therefore unavailable for use in constmcting an obviousness 
rejection under 35 USC 103(a). As a result, the Board should reverse the obviousness rejections of 
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claims 1-5 and 7-23 over US 5,858,883 or US 5,856,244 in view of the '416 patent (Ground of 
Rejection 9(a)) because the two remaining references fail to teach or suggest each of the 
limitations of independent claims 1, 20, and 21 as emphasized in the Appeal Brief. The Board 
should also reverse the obviousness rejections of claims 1-5 and 7-23 over the '416 patent alone 
(Ground of Rejection 9(c)) because those rejections are not supported a properly cited reference. 

The Anticipation Rejections of Claims 1-5 and 7-23 

A claim is anticipated under 35 USC 102(e) only if each and every limitation is 
described, either expressly or inherently, in a single prior art reference. In re Schreiber, 128 F.3d 
1473, 1477, 44 USPQ2d 1429, 1431 (Fed. Cir. 1997); In re Robertson, 169 F.3d 743, 745, 49 
USQP2d 1949, 1950 (Fed. Cir. 1999). Because the '416 patent can not be used to support an 
obviousness rejection, the only issue left for the Board to decide is whether the '416 patent 
anticipates claims 1-5 and 7-23 under 35 USC 102(e), which the Examiner has identified as 
Groimd of Rejection 9(b). Examiner's Answer, page 8. 

The Appeal Brief grouped together claims 1-5 and 7-23 and argued that the '416 patent 
does not anticipate those claims imder 102(e). The Appellant, however, would now like to argue 
and have the Board separately consider the patentability of some of those claims over the '416 
patent. It is believed that the Appellant is entitled to modify the grouping of claims on Appeal in 
this Reply Brief. See 37 CFR 41.37(c)(l)(VII) (Any arguments or authorities not included in the 
brief or a reply brief filed pursuant to § 41.41 will be refused consideration by the Board, unless 
good cause is shown.) (emphasis added by Appellant); In re McDaniel 293 F.3d 1379, 1382-84, 63 
USPQ2d 1462, 1464-65 (Fed. Cir. 2002) (considering statements made during oral arguments 
when deciding whether or not the Board should have separately reviewed the patentability of 
individual claims within a group of rejected claims.); 37 CFR 41.43 (permitting the Examiner to 
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file a supplemental answer to a Reply Brief filed under § 41.41 in response to any new issue 
raised in the Reply Brief) (emphasis added by Appellant). The Appellant would therefore greatly 
appreciate it if the Board, in its decision, would separately address whether independent claim 21, 
dependent claim 5, and dependent claims 14 and 19 are patentable over the '416 patent, when 
applied as 102(e) prior art, as if the following arguments had originally been presented in the 
Appeal Brief. 

Independent claim 21 

Independent claim 21 recites a process for producing a friction material. Page 8, lines 
11-27; Page 17, lines 4-23. The process of claim 21 comprises coating about 3% to about 90% of 
at least one surface of a porous fibrous base material with a mixture of carbonaceous material and 
silica friction modifying material. Page 6, lines 20-25; page 8 lines 13-15; page 15 lines 30-32; 
page 16, lines 1-3; page 17, lines 1-3. The carbonaceous material comprises carbon fibers having 
an average length that ranges from about 0.5 to about 6 mm and an average diameter that ranges in 
size from about 1 to about 15 |am. Originally filed claim 21. The carbon fibers are present at 
about 10 to about 30%, by weight, based on the weight of the fibrous base material. Page 7, lines 
8-27; originally filed claim 21. The process of claim 21 also calls for impregnating the coated 
fibrous base material with a phenolic resin or a phenolic-based resin mixture and, thereafter, curing 
the impregnated fibrous base material at a predetermined temperature for a predetermined period 
of time. Page 17 line 4 - page 20 line 8. 

The '416 patent fails to teach or suggest each and every limitation of claim 21. More 
specifically, the 416' patent does not disclose the limitations of claim 21 that state "the 
carbonaceous material comprises carbon fibers having an average length that ranges from about 
0.5 to about 6 mm and an average diameter that ranges in size from about 1 to about 15 \im" and 
"the carbon fibers being present at about 10 to about 30%, by weight, based on the weight of the 
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fibrous base material." The Appellant would like to direct the Board's attention to the following 
disclosures of the '416 patent: column 4, lines 39-50, and column 8 line 65 - column 9 line 35. 
The '416 patent discusses its secondary layer in these passages. But nowhere does the '416 patent 
disclose the above quoted claim limitations. The '416 patent does not describe a secondary layer 
that is constructed with carbon fibers of a particular size. Nor does the '416 patent describe a 
secondary layer comprised of a mixture of carbonaceous material and silica friction modifying 
material in which the carbonaceous material comprises carbon fibers present at a particular weight 
percent of the fibrous base material. The '416 patent therefore does not anticipate the method of 
independent claim 16. 

Dependent claim 5 

Claim 5 depends from claim 3, which depends from claim 1, and states that the 
secondary layer comprises about 20% to about 35%, by weight, of silica particles, and about 65% 
to about 80% carbon particles, based on the total weight of the friction modifying particles. Page 
7 line 30 - page 8 line 3. 

The '416 patent does not teach or suggest a secondary layer that comprises a mixture of 
silica particles and carbon particles in these weight percent ranges. The Board's attention is again 
directed to column 4 lines 39-50 and column 8 line 65 - colimm 9 line 35 of the '416 patent. 
These passages do not describe a secondary layer comprised of a mixture of silica particles and 
carbon particles in the weight percent ranges recited in dependent claim 5. The '416 patent 
therefore does not anticipate dependent claim 5. 

Dependent claims 14 and 19 

Claim 14 depends from claim 10, which depends from claim 1, and states that the 
fibrous base layer comprises about 50 to about 6%, by weight, aramid fibers, about 40 to about 
10%, by weight, cotton fibers, about 5-15%, by weight, carbon fibers, about 20 to about 30%, by 

7 



weight, graphite particles, and about 5 to about 15%, by weight, filler material. Page 14, lines 26- 
30. 

Claim 19 depends from claim 16, which depends from claim 1, and states that the 
fibrous base layer comprises about 50 to about 60%, by weight, less fibrillated aramid fibers, about 
5 to about 20%, by weight, carbon fibers, about 20 to about 30%, by weight, graphite particles, and 
about 3 to about 15%, by weight, filler material. Originally filed Claim 19. 

The '416 patent fails to teach or suggest each and every limitation of dependent claims 
14 and 19. Each of those dependent claims recites a fibrous base layer that comprises "about 20 to 
about 30%, by weight graphite particles." The '416 patent, however, does not disclose a fibrous 
base material in which graphite particles are present. The Board's attention is directed to column 8 
lines 51-64 and column 10 lines 21-37. Both of those passages of the '416 patent disclose 
exemplary formulations of fibrous base materials. As can be seen, however, those exemplary 
fibrous base materials are not described as including graphite particles. The '416 patent therefore 
does not anticipate dependent claims 14 and 19. 

Conclusion 

The '416 patent should be disqualified as prior art under 35 USC 103(c) and, as a 
result, unavailable for use in an obviousness rejection. The Appellant therefore respectfully 
requests that the Board reverse the Examiner's rejections of claims 1-5 and 7-23 that are based on 
obviousness grounds. 

The '416 patent, when applied as prior art under 35 USC 102(e), also fails to anticipate 
each of claims 1-5 and 7-23 as argued in the Appeal Brief and in this Reply Brief. The Appeal 
Brief addressed these claims as a single group. It is additionally argued in this Reply Brief that 
each of independent claim 21, dependent claim 5, and dependent claims 14 and 19 are separately 
patentable over the '416 patent for their own reasons. The Appellant respectfully requests that the 
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Board separately consider the patentability of these claims and reverse the Examiner's 102(e) 
rejections of claims 1-5 and 7-23. 

Please charge the requisite fee for filing this Reply Brief and any other required fees, or 
credit any excess payments, to Deposit Accoimt No. 50-0852. 




Gary A^/Brooks, Reg. No. 33,361 
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P.O. Box 4390 
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248-689-3500 

brooks @reising.com 
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